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~ The MAILING DATE of this communication appears on the cover sheet with the correspondence address - 

THE REPLY FILED 3/7/03 FAILS TO PLACE THIS APPLICATION IN CONDITION FOR ALLOWANCE, 

Therefore, further action by the applicant is required to avoid the abandonment of this application. A proper reply to a final 
rejection under 37 CFR 1.113 nnay only be either: (1) a timely filed amendment which places the application in pondition for 
allowance; (2) a timely filed Notice of Appeal (with appeal fee); or (3) a timely filed Request for Continued Examination 
(RCE) in compliance with 37 CFR 1.114. 

THE PERIOD FOR REPLY [check only a) or b)] 

a) K The period for reply expires 5 months from the mailing date of the final rejection. 

b) [U The period for reply expires on: (1) the mailing date of this Advisory Action, or (2) the date set forth in the final rejection, whichever 

is later. In no event, however, will the statutory period for reply expire later than SIX MONTHS from the mailing date of the 

final rejection. ONLY CHECK THIS BOX WHEN THE FIRST REPLY WAS FILED WITHIN TWO MONTHS OF THE FINAL REJECTION. 

See MPEP 706.07(f). 

Extensions of time may be obtained under 37 CFR 1 .1 36(a). The date on which the petition under 37 CFR 1 .1 36(a) and the appropriate 
extension fee have been filed is the date for purposes of determining the period of extension and the corresponding amount of the fee. The 
appropriate extension fee under 37 CFR 1 .17(a) is calculated from: (1) the expiration date of the shortened statutory period for reply originally 
set in the final Office action; or (2) as set forth in (b) above, if checked. Any reply received by the Office later than three months after the 
mailing date of the final rejection, even if timely filed, may reduce any earned patent term adjustment. See 37 CFR 1 .704(b). 

1 . D A Notice of Appeal was filed on . Appellant's Brief must be filed within the period set forth In 

37 CFR 1.192(a), or any extension thereof (37 CFR 1.191(d)), to avoid dismissal of the appeal. 

2. □ The proposed amendment(s) will not be entered because: 

(a) □ they raise new issues that would require further consideration and/or search (see NOTE below); 

(b) Q they raise the issue of new matter (see NOTE below); 

(c) □ they are not deemed to place the application in better form for appeal by materially reducing or simplifying the 

issues for appeal; and/or 

(d) □ they present additional claims without canceling a corresponding number of finally rejected claims. 

NOTE: 

3. K Applicant's reply has overcome the following rejection(s): 

Obviousness-tvoe double oatentfnp; 1 12 2nd 

4. □ Newly proposed or amended claim(s) would be allowable if submitted in 

a separate, timely filed amendment canceling the non-allowable claim(s). 

5. K The a) Q affidavit, b) D exhibit, or c)S request for reconsideration has been considered but does NOT place the 

application in condition for allowance because: 

See attachment 

6. Q The affidavit or exhibit will NOT be considered because it is not directed SOLELY to issues which were newly raised 

by the Examiner in the final rejection. 

7. K1 For purposes of Appeal, the proposed amendment(s) a)^ will not be entered or b)K will be entered and an 

explanation of how the new or amended claims would be rejected is provided below or appended. 

The status of the claim(s) is (or will be) as follows: 

Claim(s) allowed: /to^tg 

Claim (s) objected to: none 

Claim (s) rejected: 77-36 and 38-49 

Clalm(s) withdrawn from consideration: 



8. n The proposed drawing correction filed on is a) D approved or b)D disapproved by the Examiner. 

9. n Note the attached Information Disclosure Statement(s) (PTO-1449) Paper No(s). . 

1 0. H Other:See attached PTO-892. 
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Art Unit: 1648 

DETAILED ACTION 

The terminal disclaimer filed on March 7, 2003 disclaiming the terminal portion of any 
patent granted on this application which would extend beyond the expiration date of US patent 
6,159,477 has been reviewed and is accepted. The terminal disclaimer has been recorded. 

The obviousness-type double patenting rejection of claims 17-36 and 38-49 is withdrawn 
in view of the terminal disclaimer. 

The 1 12, 2nd rejection of claims 18 and 40 is withdrawn in view of the claim amendments. 

The 103 rejections of claims 17-36 and 38-49 are maintained for reasons of record. 
Applicant argues that herpesviruses and poxviruses are nonanalogous, since an interference 
decided in 1988 (involving applications filed in 1981) came to a conclusion that herpesviruses and 
poxviruses were patentably distinct. However, the art has advanced since that date, and it is 
maintained that both herpesviruses and poxviruses were considered as analogous vaccine vectors 
at later dates, such as the effective filing date for this application. For a few examples providing 
evidence of recognition of analogy between poxviruses and herpesviruses by those in the vaccine 
vector art, the following publications are cited: Esposito et al included herpesviruses as well as 
poxviruses in a 1989 review of "Infectious Recombinant Vectored Virus Vaccines", and a review 
by Tartaglia et al in 1990 included a discussion of adenovirus and herpesvirus vectors in a review 
entitled "Poxvirus-Based Vectors as Vaccine Candidates." 

Applicant also points to the proposition that there must be some prior art teaching which 
would have provided the necessary incentive or motivation for modifying the reference teachings. 
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As discussed previously, Haanes specifically discusses recombinants designed to target specific 
pathogens, but does not discuss which particular gene to use to target those pathogens. Therefore 
the teachings of Haanes provide an incentive to seek an appropriate gene to use for vaccination 
against a targeted pathogen. Each secondary reference remedies the deficiency of Haanes by 
suggesting an appropriate gene or gene product for use in a vaccine against a pathogen discussed 
in Haanes. 

For these reasons, applicant's arguments are seen as unconvincing, and the rejections are 
maintained. 

Any inquiry concerning this communication or earlier communications from the examiner 
should be directed to Mary E. Mosher, Ph.D. whose telephone number is (703) 308-2926. The 
examiner can normally be reached on Monday -Thursday and alternate Fridays fi'om 6:30 AM to 
4:00 PM, 

If attempts to reach the examiner by telephone are unsuccessfial, the examiner's supervisor, 
James Housel, can be reached on (703) 308-4027. The fax phone number for this Group is now 
(703) 308-4242. 

Any inquiry of a general nature or relating to the status of this application or proceeding 
should be directed to the Group receptionist whose telephone number is (703) 308-0196. 
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SUBJECT:tfc:iSION ON TERMINAL DISCLAIMERS ^ | LrMAL FORM 



DATE: 3- /J- 03 09 iS9^. 1/ ?9 

TO EXAMINER: Mr Moi^er ART UNIT: /OVf 

f OS E MQNTGOMf^ ROOM /f g/ g MAILROOM DATE 3-7-65 

AFTER FINAL YES ✓^O NUMBER OF T,D(S). FILED J_ 

INSTRUCTIONS: I have reviewed the submitted T.D. wfth the results as set forth l)e[ow. If you agree, please use the 
approplate form paragraphs Identified by this Informal menrw In your next office action to notify applicant about the T.D. If you 
disagree with my analysis or have questions at all about the acceptability of the T.D.. please see me or our Special Program 
Examiner. TwiS MEMO IS AN INFORMAL, INTERNAL MEMO ONLY. IT MUST NOT BE MAILED TO APPLICANT, NOR 
SHOUU>ACOPY BE IN LEFT IN FILE. 

T.D. Is PROPER and has been recorded. (See 14u!3). 

[ ] The T.D. Is NOT PROPER and has not been accepted for the reason(s) checked below. (See 14.24). 

I I The recording fee of $ has not been submitted nor Is there any pre authorization In the application file to charge. 

to a deposit accounL (See 14.26.07) 

( ] Application Examiner has not processed T.D. fee. (See fee authorization). 

( ] The T.D. does^ not satisfy Rule 321(b)(3) In that the person who4ias^^K»edihe T.D.hasjwt ^aled his/her Interest 

(and/or the extent of the interest of the business entity represented by the signature) In the application/patent (See 14,26 and 
14.26.01). 

( ] The T.D. lacks the enforceable only during the common owershlp dause needed to overcome a double patenting rejection, 
Rule 321(c). (See 14.27, 14.27.01). 

( ] It Is directed to a particular clalms(s), which is not acceptable since "the disclaimer must be of a terminal portion of the 
term of the entire patent to be granted**. MPEP 1490. (See 14.26, 14.26.02). 

{ ] The person who signed the terminal disclaimer 

[ 1 has failed to state his/her capacity to sign for the business entity. (See 14.28). 

I j Is not recognized as an officer of the assignee, (See 14.2S and possibly 14.29,01). 

[ ] No documentary evidence of a chain of title from the original inventor(s) to assignee has been submitted, nor is the reel 
and frame specified as to where such evidence is recorded In the office. 37 CFR 3.73(b). (See 1 140 O.G. 72). HOTB : This 
documentary evidence or the specifying of the reel and frame may be found In the T.D. or In a seperate paper submitted bv 
applicant, (See 14,30). 

{ 1 No "ctatemenTspeclfylr^ that the evidentiary documents have been revl^^ 

knowledge and beOef the title Is in the assignee seeking to take actkm. 37 CFR 3 J3(b). (See 1140 O.G. 72) (See 14,31). 

( 1 The T.D. is not signed. (See 14.26, 14.26.3). or 14.26.03 If TD Is not signed by all the owners. 

I 1 Attorney not of record In oath/ded, or a seperate paper filed appointing a new or associate attorney. (See 1 4.29.01 ) . 

( ] The sertal number of the appncatk>n (or the number of the patent) %vhk^fomr)stt>e basis for tt>e^ 
missing or Incorrect (See 14.32). 

( ] The serial number of this application (or the number of the patent in reexam or reissue case(s) being disclaimed is missing 
or Incorrect. (See 14.26. 14.26.04 or 14.26.05). 

[ J The period disclaimed is Incon-ect or not specified, (See 14,27, 14.27.2 or 14.27.3)(For Samples 14.27.04 and 14.27,05) 
r I Ott>er 



[ ) Suggestion to request refund of $ .(See 14.35,14.36). 

( ) EXAMINER NOTE: IF APPLICATION IS IN CONDITiON FOR ALLOWANCE ANY OF THE ABOVE INFORM ALTIES 
MAY BE FAXED IN TO THE GROUP 

FOR SAMPLE TERMINAL DISCLAIMERS AND CERTIFICATES: 

( I Sample of a TO over a pending application arxi assignee Certificate (See 14.37). 
I ] SampI of a TD over a prior patent and assignee Certificate (See 14.38). 
[ ] Sample Assignee Certificate under 37 CFR 3.73(b) (See 14.39) 



